
PArt tWO
Ideas and 
innovation

27



THIS PAGE IS INTENTIONALLY LEFT BLANK

28



2.1Whole company 
innovation

Innovation is becoming a group sport, says Garrick Jones, a research fellow at the 

London School of Economics and a partner at the Ludic Group

T he collective knowledge in any commercial organization contains a wealth of 
contextual information – a vital source of ideas for innovation. Nobody knows 

more about the market, customers, issues, trends and opportunities than those who 
are working with these realities on a daily basis. The question is how best to get at 
that knowledge in a way that takes maximum advantage of it and leads to real 
innovation in products and services.

We call this approach the whole company approach to innovation. It is a multi-
layered, yet simple, combination of people management, design events, product R&D 
and lean continuous improvement principles, which leads to rich, innovative outcomes. 
Through careful sequencing of multidisciplinary events throughout the design process, 
new products and services are informed by the knowledge of those closest to the market. 
A model for this could be continuous cycles of learning, creating and communicating.

The nature of work is rapidly changing. Most innovation and production is 
project led, powered by workshops that disappear after their goals are achieved. This 
is becoming as true for aircraft production as it is for the development of new 
customer-experience-based products in the service industry.

The rise of the internet has also led to new conditions for work: on the one hand, 
increased customer intimacy and knowledge, and, on the other, the loss of proximity 
between working teams. Teams may be working on components of a solution across 
geographic and time boundaries. The time that teams are able to spend together has 
become increasingly precious. How can the most be made of those interactions?

One response to tapping into the contextual knowledge resources of the workforce 
is design workshops and lab events. No longer is innovation the domain of the 
specialist removed from the real world, cooking up new ideas in a distant lab. 
Innovation is the product of many stakeholders collaborating to create unique solutions 
to existing problems, or creating new markets and new types of customer experience.

For reasons to do with the growth of the knowledge economy, innovation and 
competitiveness (Dougherty, 2006), organizations require new skills and are under 
pressure to be ‘porous’, using networks, strategic alliances and partnerships to achieve 
their aims (Kanter, 1999).

Today, as the economic and competitive pressures on organizations to grow are 
increasing, it is the means and the design process by which organizations innovate 
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that make the difference. The trend is clear – companies that are shifting towards 
open, collaborative and multidisciplinary practices have the advantage.

The design and innovation value advantage is clear to see in companies such as 
Apple Inc, which has a market capitalization 20 times the book value of the company. 
The same is becoming true for Samsung and LG, or the Scottish firm Linn which has 
focused on design and innovation as its key differentiators. All of these companies are 
defining the game as much as competing in it.

It is not only this commitment that creates value; it is also their commitment to 
design and innovation as a whole company exercise that enables these outcomes.

Innovation is a group sport

There can be no doubt that bringing new products and services successfully to market 
requires the broad cooperation of many very different teams beyond just the ideas 
merchants. Marketers, product and service designers, programme managers, IP 
lawyers, distributors, advertisers, supply chain managers, producers and packagers 
all have to be factored in. In the most successful cases, teams are working in parallel, 
kicking off processes which are vital to successful implementation long before the 
finished product has been decided. Boeing created the 777 and had it certified on 
both sides of the Atlantic simultaneously. It is no longer cost-effective to allow 
isolated design phases and research to hand over an idea in search of a market. 
Today, ideas are developed and refined in conjunction with multiple stakeholders – 
customers, retailers, users, salespeople. Trust and flexibility are vital. Successful 
organizations create cultures of trust and enable flexible networks that promote 
mutual understanding, rapid learning and the ability to change course midstream. 
Competitive advantage can be described as the ability to learn, innovate or 
continuously reposition with respect to the competition.

Complex programme management requires many threads to operate in parallel. 
Alignment between these parallel processes is enabled by interaction and 
communication. Successful organizations, whether formally constructed or networks 
of affiliated companies, need to work hard at enabling both the relationships and the 
communication required. The best managers actively design opportunities to do so. 
As we move to a networked economy, the concept of the linear supply chain has 
transformed into that of the non-linear value web. Successful organizations are able 
to identify the members of their value web and create opportunities where all these 
resources are working in harmony and focused on a single goal – getting the products 
or services to market on time, on budget and desirable to the consumer.

IBM, Sony and Toshiba are working together on new IT products; Sony and 
Ericsson have had to work together to stay in the market, and have been innovative 
as a result. The micro-projector (soon to be found in every mobile phone) is a joint 
production by multiple specialist technology companies. However, open innovation 
practices are not limited to extending the traditional boundaries of the organization 
into its value web. Today, everybody within the organization who has a stake in the 
outcome of a project has a voice. This requires a different way of organizing projects, 
and very large-scale events or design labs are where the work is being done.
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Collaboration, both formally and informally arranged, has significantly increased 
within organizations as a tool for strategic development, innovation, corporate 
education and problem-solving purposes (Wohlstetter et al, 2005). Action research, 
activity-based systems and participatory media development are being employed 
alongside collaborative practices as organizational processes for enabling active 
employee engagement (Meredith, 2006). We call such approaches collaborative 
authored outcomes (Jones et al, 2004).

Spaces for innovation

Physical and virtual environments are evolving to support these new requirements for 
knowledge-led innovation.

Collaborative learning environments (CLEs) are fully flexible workspaces equipped 
so that groups of different sizes may actively engage in learning-based decision-
support processes. As group-based tools and techniques grow in sophistication, so 
too do the demands made on the environments in which innovation is taking place. 
Spaces for innovation provide opportunities for combination and recombination of 
ideas from diverse sources. They range from the highly configured to the highly 
improvized but they all have the same thing in common – they enable people to 
generate new ideas. Some exist as centres of decision making; others exist only for the 
period in which the groups come together for a specific purpose.

Spaces for innovation are constructed, fundamentally, as learning and production 
environments – places where groups from across the disciplines and functions can get 
together to exchange contextually relevant information and to put it into production. 
The idea is to put ideas into action there and then.

Physical environment

Imaginative environments for innovation full of toys, puzzles and books have been 
around for some time now. Everybody has seen pictures of the Google offices. 
However, the playful interior often masks a serious infrastructure that means business. 
These work spaces are designed for creative work – and they often work very hard 
indeed. They are essentially theatres for large-group work, which also contain smaller 
spaces to work individually or in teams. It may be possible to draw on the walls, but, 
more significantly, there is ready access to information and focused databases, which 
enable rapid decision making, There may also exist a team of people who are dedicated 
to capturing everything you produce and placing it in an easy-to-access web tool, 
seconds after you have produced it. These environments contain a matrix of electrical 
and audiovisual subsystems in order to permit multiple configurations for group work, 
to ensure that when large groups get together the experience is potent, useful and 
enjoyable. Where filmmaking has pre-production, production and post-production 
facilities to create successfully in a highly networked creative environment, so too does 
the innovation industry. The products may differ but the techniques are very similar.
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Virtual knowledge environment

The collective knowledge inherent in any commercial context contains a wealth of 
information. Such a database exists physically, virtually and socially, both within our 
heads and within groups or teams. Paying attention to the knowledge environment in 
which a group is innovating enables more powerful decision making. A support crew 
captures all the information generated by participants, in every format – 
documentation, video, sound, handwritten, photographic and the web. Making this 
generative knowledge base available to participants seconds after its creation allows 
it to be used as a powerful reflexive resource. The capture and display of information 
in multiple formats provides instantaneous feedback to large groups. Through ever-
increasing cycles of feedback, a group is able to navigate its way through labyrinths 
of information. Providing documentation and knowledge bases for large groups as 
they move through cycles of creativity, design and production creates a narrative of 
the journey of their development, as well as cataloguing both the end goal and the 
iterations needed to achieve it. Beyond a single project, these virtual records become 
powerful learning tools for the next set of programmes. They also provide context-rich 
records, which enable those joining the teams later in the cycles to understand what 
has been going on.

There are online tools which enable asynchronous development of ideas across 
geographies and time boundaries. Collaborative authoring tools, participatory media, 
project management tools and other social software are enabling very large groups to 
exchange information. Online ‘jams’ are being held as events, across a number of 
days, specifically to enable vast numbers of employees to focus their ideas on a 
particular topic or set of prototypes. Video conferencing allows people to exchange 
ideas at their desktops.

However, despite the sophistication of online tools, nothing can substitute for the 
assiduous sequencing of events and information that leads to the successful 
development of an idea from conception through to the launch in the market. This is 
a process that will always require careful design and nurturing.

Proto-typing, simulation and play

When a large group is engaged in collaborative decision making, it may be useful to 
construct all manner of models of conceptual ideas, and to test them. Simulation, the 
playing of games, the construction of small worlds, the testing of hypotheses, 
questioning, the reordering of information and scenario testing are all tools used for 
innovation. A CLE provides all the resources required to do so. These may include 
construction materials for modelling, spreadsheets for financial modelling, large 
surfaces to write on and iterate ideas, surfaces for moving information around the 
space, screens for running simulations between groups, areas for role-play, break-out 
spaces for groups to work in parallel, video facilities for groups to create scenarios, 
and networked technology enabling parallel work by groups exploring the contextual 
field as they work through group processes of defining and refining options.
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Essentially, whole company innovation is about connecting the right team with 
information, design resources, processes and documentation in a manner which 
enables deep understanding of the landscape of information, critical exploration of 
alternatives and opportunity to prototype ideas – and launch them into the market.

Flexibility and communication in a value web is 
directly related to the quality of interpersonal 
relationships – establish multiple opportunities 
for these to develop
As a system moves through the cycles from innovation, proof of concept, piloting and 
testing to production, marketing and distribution, the qualities and skills required of 
teams change. These phases have their own distinct personalities and qualities and it 
takes a savvy manager to promote the context, attitude and environment that is 
required for each team within each phase to be successful. During innovation phases 
teams function best if they are:

 ● autonomous;

 ● configured with the best members for the task;

 ● connected to customers;

 ● connected to your value web;

 ● skilled in disciplines associated with innovation;

 ● incentivized and measured.

Each phase in the life cycle requires different skills to take the lead – in principle, 
moving from the unstructured to the structured. Even self-organizing teams need to 
recognize that the leaders of creative phases are usually different from the leaders of 
piloting, testing, production and distribution phases. An important thing not to lose 
sight of, though, is that as the baton changes hands, the teams are still checking in 
with customers and the entire value web. Rapid iterations and feedback cycles are 
best at all phases. Empowerment is vital – understand the acknowledged experts in 
the teams and let them make the decisions. Let packaging experts decided on 
packaging, let the logistics specialists decide on distribution, let designers make the 
design decisions. Flatten the hierarchies and enable decision making.

Check in with your value web
The opinions of your clients, employees, suppliers, customers and learning networks 
continue to be vital throughout the inexorable march to market. Encourage osmosis 
of ideas. In addition to generating ideas, you also begin to mobilize the users of the 
products, creating a buzz around the new products long before they are launched, 
and creating an influential user community in the process.
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Rapid iterations and feedback cycles
Creating opportunities for rapid iterations and feedback increases the sophistication 
of the product. IDEO creates project spaces and displays for its products in design, 
which are open for conversation with anyone who is passing. The products are 
always visible, the teams are always in close proximity to each other. The same holds 
true for the design of services: process flows, video scenarios and use-case descriptions 
enable the communication of these ideas. Encourage teams to build formal and 
informal feedback cycles into their processes throughout the life cycle of development 
and production.

Empowerment is vital
Flattened hierarchies work only when roles are clear and everybody knows who 
takes responsibility for what. Making these roles visible helps. This is not to say that 
everybody is allowed an opinion on everything – the eureka moment may come 
from anywhere on a team! However, the final decision should rest with the expert 
on the team.

The enabling role of leadership
The role of leadership within fast-moving, complex networks is to enable teams to 
achieve their ultimate objectives – through facilitation, arbitration and demonstration. 
Leaders are required to be sensitive to changing moods of the network, to understand 
what blockages exist and to facilitate the opportunities for teams to solve problems. 
Arbitration is vital when differences of opinion exist – to ensure that differences are 
tested and that decisions are made in order to enable progress. Fundamentally, 
leaders model the behaviours they desire to encourage within the broader context of 
the programme.

Acknowledge the programme phase
Sensitivity to the phase of the programme enables a large group to be clear about 
what needs to be done and who needs to take the lead. Film production is a powerful 
example of this because it is so visible. Studio time is costly, and everyone is aware of 
the phases of production – from filming, to editing, to screen testing and distribution. 
Acknowledge the programme phase and acknowledge the phase leader.

Incentives and measures
Although teams need to be autonomous, it is important that members of the teams 
feel rewarded for the work they are doing. Most learning takes place in failure and 
the design process honours failure. High-volume, low-risk failure! However, business 
success is also a factor of time and budget – and incentives to meet these targets are 
vital. Measuring the success of teams against understood criteria, established clearly 
at the start, provides security. Getting things to market requires clear goals and 
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deadlines. Healthy competition between teams allows the bar to be raised continuously 
on quality, outcome and sophistication. Teams find a sense of flow when they are 
challenged and tested in an environment which provides the skills necessary to 
achieve. All successful innovation is about people having fun.

The state-of-the-art CLE represents a complex ecology of support systems, 
environment, tools and technical systems, production systems, learning systems, 
project management and process support. These represent the infrastructures required 
to enable a whole company approach to innovation.
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2.2Partnering with 
universities

Enterprises can take a leap forward by drawing on the knowledge within 

universities, says Dr Siobhán Jordan at Interface, a matchmaker for business/

academic partnerships in Scotland

I nvesting now by tapping into the skills and expertise of universities could help 
more companies survive the current financial climate as they face increasing 

pressure to stay ahead of the game in a challenging environment. While many 
businesses may put their programmes of research and development on the back 
burner to weather tough times, R&D could hold the key to their success by helping 
companies to foster that all-important competitive edge.

Here in Scotland, universities and research institutes are home to a wealth of 
world-class expertise, skills and research facilities, and are well equipped to overcome 
the challenges facing today’s businesses across the UK and internationally.

There is a common misconception that R&D is the domain of larger corporate 
organizations, but opportunities for knowledge exchange and collaboration are 
available to companies of all sizes and sector.

Cyberhawk

One such business/academic partnership that has reaped the rewards from an Interface 
introduction is Cyberhawk. The company, which uses cutting-edge unmanned aerial 
vehicles (UAV) technology, previously only available to government agencies and the 
military, joined forces with the UK Astronomy Technology Centre (UKATC).

The firm has adapted this technology to work with leading companies in the Oil & 
Gas and Energy industries, carrying out remote visual inspections of their assets using 
the foremost technology available in commercial UAVs or drones.

The introduction to world-leading astronomy experts in UKATC, Edinburgh, 
facilitated a feasibility study to develop a smart imaging system that would improve 
image quality within the constraints offered by the remote-controlled vehicle, and 
revolutionize the way inspections are carried out.

The cutting-edge UAV technology delivers safe, versatile and highly efficient 
inspections and surveys, utilizing high-definition video equipment, high-resolution 
still cameras, and thermo-graphic and thermal imaging sensors.
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Using an expert team of engineering inspection specialists, Cyberhawk carries out 
close visual examinations at height in a fraction of the time it takes when using 
existing conventional methods such as rope access, cranes or mast photography. 
Trained operators work from a mobile base at each location, providing a real-time 
‘eye in the sky’, relaying live video to a ground station if required.

The UAV improves safety as there is a reduced risk from working at height, an area 
where most industry fatalities occur. It also delivers time efficiencies and reduces costs 
– the amount of downtime is a major factor; however, the UAV can inspect structures 
without taking them offline. Previous practice would involve shutting down production 
in order to undertake an inspection, whereas now they can just send in the UAV.

Propeller Multimedia

Another business benefiting from working with academia is Propeller Multimedia, a 
small specialist software company which develops speech and language therapy 
rehabilitation tools for both adults and children suffering from brain injury and trauma.

The company’s main software product developed is React2, a suite of speech and 
language therapy software that is breaking new ground in computer-aided therapy. 
Since React1 was launched in 1998 it has been a leading product for speech and 
language rehabilitation, sold to therapists and private individuals throughout most 
English-speaking countries.

React2 builds on this success and contains a vast number of new exercises in an easy-
to-use and up-to-date interface. It is a huge step forward in computer-based therapy. The 
React2 development has combined the development skills of National Health Service 
(NHS) speech and language therapists, as well as specialists from around the world.

Interface investigated how the academic sector could support the development of 
the young business. The result has been a successful collaboration with SINAPSE, the 
Scottish university research pool for brain imaging. This is the sort of research that a 
small company could never fund themselves, and through Interface they are working 
with the foremost brain-imaging specialists. The academic alliance has injected fresh 
new approaches to the business and driven new product development which could 
help take the company to the next level, opening up worldwide opportunities.

UWI Technology

Demonstrating that even micro businesses can reap the benefits of working with 
academia is UWI Technology, the Scottish firm behind the award-winning packaging 
label that indicates a warning when a product has gone past its ‘use within’ date once 
opened. Interface introduced inventor Pete Higgins to academics at Heriot-Watt 
University to help advance the technology of the label and develop the commercial 
potential of the product using its renowned expertise in micro-engineering and experts in 
colour chemistry. It was also soon realized that the idea had significant global applications, 
such as the pharmaceuticals industry, medical science and aeronautical manufacturing.
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Heriot-Watt is helping the UWI Label develop from idea to marketable product. 
Currently, the product is in a prototype stage. A low-cost, high-volume manufacturing 
process is being developed to enter the product into the mass market, with a view to 
getting the product on the shelves in the near future.

The possibilities for companies looking to access expertise are limitless. There are 
many ways in which an academic partner can help companies to tackle their real-life 
business issues and these collaborations can offer a range of benefits for both industry 
and academics. Academia can develop the commercial awareness needed to guide 
future developments, and businesses get the help they need to drive product 
innovations, new technologies and profitability.

There are also various funding opportunities available to offset the cost of the 
academic collaboration, from short feasibility study grants up to knowledge transfer 
partnerships to support more long-term strategic projects.

Partnering with academia can ultimately deliver impressive business benefits, including 
a better product or service; economic benefits through improving sales; and helping to 
give companies the competitive advantage they need to stay at the top of their field.

Interface is a Scottish Funding Council, European Regional Development Fund 
and Highland and Islands Enterprise-backed initiative that offers a central 
point of access for industry to Scotland’s research base through its unique 
matchmaking service. Its aim is to maximize business potential by stimulating 
innovation and matching a firm with the relevant expertise at universities, 
which can help develop solutions to solve their business challenges.
 This service provided by Interface is proving invaluable to time-poor 
companies whose resources are already stretched to the limit. Interface does the 
legwork for businesses, offering a ‘face-to-face’, personal point of contact that 
can develop a clear insight into the company’s goals and provide support 
throughout the collaborative process. The team then identify a range of potential 
academic partners and help match the appropriate academic expertise to 
support  the company in moving the business forward. Interface also offers 
ongoing support, including progress monitoring, guidance and contractual and 
fundraising advice. This free service is available to organizations of any sector, 
any size and in any geographical location.
 Established in 2005, Interface – The knowledge connection for business – has 
helped over 1,200 companies operating across a range of sectors, from food 
and drink to financial services. It can also give advice on the most appropriate 
funding mechanism for projects.
 Dr Siobhán Jordan is Director at Interface, which she has led since the 
programme was established in 2005. She holds degrees in biotechnology and 
process engineering from Dublin City University and a PhD in human genetics 
from Trinity College, Dublin. Previous posts include senior researcher at the 
Medical Research Council, Human Genetics Unit and applications manager for 
the Proof of Concept Programme, Scottish Enterprise.
 To find out more about Interface and the opportunities available, please visit 
www.interface-online.org.uk info@interface-online.org.uk.
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came across 
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They are 
responsive and 
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2.3Exploring patent 
information

Dean Parry, Technical Director at Patent Seekers, discusses how to search patent 

information to identify innovative products and reveal the competitive landscape 

within particular markets

T he most successful companies keep a keen eye on patent information. They know 
that patents hold the key to developing and selling new and innovative products 

within today’s highly competitive markets.
Patent databases hold more than 50 million patents worldwide. This includes 

innovative products and ideas from basic household items to the most technical 
engineering and scientific inventions. If anything innovative was worth developing 
and selling, it would have been patented. So if a company has a new product and it 
wants to determine whether it is new and innovative, there is no better place to search 
than in patents.

Patent database information

Patent databases contain a wealth of information (much of which is not available 
anywhere else) for companies to explore and utilize. These databases provide 
information on patents at different stages of the patents’ life cycle (application stage, 
granted or dead) but they are all published for the public to view.

In general, patents go through a pre-grant stage, where they are assessed by a 
particular patent office via a search and examination procedure, and if successful, a 
post-grant stage after a patent has been granted (put in force) by a patent office. 
Understanding how patents develop can provide more accurate information on the 
patent strength of competitors and whether particular products are currently protected.

The following list details the different stages that a patent goes through:

 ● If a patent is in the application stage, this means that it may or may not get 
granted (be put in force by a patent office) and there are many reasons why it 
may fail: for example, lack of funds, or failure to meet the statutory requirements 
(the invention lacks novelty and/or inventiveness). The stage a patent has reached 
is usually denoted by a suffix that is added to a patent number; for example, a 
UK (GB) or European patent (EP) patent (known as a patent spec) in the 
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application stage would have an A (or A1, A2, etc) suffix and the granted spec 
would have a B (or B1, B2 etc) suffix added to its patent number.

 ● If a patent is granted, this means that it has been put in force at some stage. 
However, it does not mean that it is currently in force, as the patent may have 
subsequently died.

 ● A patent can die for many reasons, for example its 20-year life has ended, it’s 
been revoked owing to evidence put forward against its validity, there was a 
failure to pay renewal fees etc. However, care must be taken when assessing 
this as there are certain situations where a patent can be reinstated, and certain 
inventions can get extended protection beyond 20 years via supplementary 
protection certificates (SPCs), eg pharmaceuticals and herbicides.

The above information can give companies access to the latest technological 
innovations, market trends and the companies that have control over areas of 
particular technologies. Finding a patent that relates to a product of interest allows a 
company to identify the owner and see whether the patent is currently in force.

Searching patents

There are a large number of patent databases available to carry out different levels of 
patent searching and analysis. The best places to start a search would be Espacenet, 
the Software for Intellectual Property (SIP) database and/or Google (being mindful of 
the ‘Google trap’ – your search terms are made available to other Google users). These 
allow free searching to be carried out by using keywords, patent classifications and 
company names.

These databases would enable someone to put together a first draft to assess the 
novelty and inventiveness of an invention. They can also provide a basic indication of 
any patents that may block the launch and sale of a product. However, the patents 
found initially may not give the full picture as each patent found may also have a 
patent family; for example, a UK patent may have other patents connected to it via 
countries outside the UK such as Germany, France and the United States. These 
family members would need to be found for each patent (the main family/status 
information database is INPADOC, which is available via Espacenet and SIP). There 
may also be multiple patents relating to different aspects of a particular product.

Once all the patents have been found, for example for a particular company or 
subject matter, the results can be displayed based on the number of patents for 
subject matter, countries, publication dates etc. These can be displayed as a graph, 
patent map or landscape, to show trends and how patents may be linked.

Making decisions based on patent information

Patent information graphs, maps and landscapes can all be used to provide vital 
strategic information for companies, such as:
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 ● Trends for a particular technology, ie the number of patent applications for a 
particular subject matter over time.

 ● Potentially identify the next generation of competitor products.

 ● The companies most active in a particular field of technology (and when they 
were most active).

 ● The countries that have patent protection for particular technologies (these 
give a good indication of where the best markets are for a particular product).

 ● Partnerships between companies.

 ● Areas of technology that have very few patents could indicate a good option 
for research.

 ● Areas of technology that have a large number of patents may indicate a high 
probability of litigation or a very high cost for due diligence work.

The above information can be used to develop a working strategy to either avoid 
potential problems and/or identify new products and new areas for research.

Potential pitfalls

There are a number of problems associated with patent and product searching and 
the subsequent decisions made from them. These problems include:

 ● Delays in updates on databases.

 ● Data incorrectly stored on databases.

 ● Only partial information available for particular countries.

 ● Only partial or no language translations for foreign patents.

 ● Assignee and inventor names can be difficult to pin down (eg a company 
patent may be registered under affiliates or the director’s name).

 ● The search terms entered into Google are publicly available and website 
owners can also view the search terms you used to navigate to their website 
(‘the Google trap’).

The best ways to overcome the above are to use multiple databases to get the full 
picture and make sure you properly research a company to find all affiliates, owners 
and directors. For Google, search around the subject matter without revealing any 
undisclosed information.

Conclusion

Companies should be aware of the dangers of drawing conclusions based on limited 
or inaccurate patent information. Properly researched patent information can help 
companies improve on their knowledge base, indicating key competitors and products.
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Companies that regularly analyse patent information automatically have the 
advantage over their competitors. They are able to identify areas lacking in 
development and so can identify where the next innovation should be.

So the best advice for companies developing a product or marketing strategy is: 
know your market, the patents that control it and the companies that own them.

Dean Parry (BSc, MSc) is the Technical Director of Patent Seekers Ltd. He is a 
former UK Patent Office Examiner and an expert patent analyst. He has led 
research projects to provide technical defences for some of the world’s largest 
patent disputes and works with companies in the EU, United States, Australia, 
Canada, China and Japan.

Free patent and research databases:
Espacenet: http://ep.espacenet.com/
Software for Intellectual Property (SIP): www.patentfamily.de
US Patent Office search facility: http://www.uspto.gov/patft/index.html
GoogleScholar: http://scholar.google.com/
Commercial patent databases:
PatBase covers full-text on GB, EP, WO, DE, FR and US documents and covers more than  
75 countries: www.patbase.com
Delphion covers full-text on WO, EP, DE and US documents and covers INPADOC:  
www.delphion.com
Dialog provides extensive worldwide information on patents and research papers:  
www.dialog.com
Classification information:
http://ep.espacenet.com/
http://www.wipo.int/classifications/fulltext/new_ipc/ipc7/eindex.htm

Useful links
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“

Cutting your  
IP coat

Budgets might be tight, but there are plenty of options in creating an efficient 

package of rights to turn ideas into assets, says Nick Sutcliffe at Mewburn Ellis

Cut  your  coat  to  su i t  your  c loth 
PRov. TO PlAN yOUR AIMS AND ACTIVITIES IN lINE WITH yOUR RESOURCES  

AND CIRCUMSTANCES

I ntellectual property (IP) is an asset which can add tremendous value to a business. 
However, patents, trade marks and other forms of IP do not come cheap, and 

tough economic conditions mean that businesses trying to control their costs are 
starting to look carefully at their IP portfolios.

Even large multinationals, whose IP budgets have seemed limitless in the past, are 
reconsidering their strategies and seeking cost-effective solutions to achieve their IP 
goals. For SMEs, whose budgets are already tight, achieving valuable IP goals can be 
a struggle. However, with careful planning and imaginative use of the options 
available, even the smallest of businesses can establish an IP platform that balances 
valuable protection for key assets with the available resources.

Cutting the IP coat of a business to suit its cloth may be vital for growth or even 
survival in difficult economic times.

Which cloth to cut?

Tailoring an IP platform to suit the needs of a business involves focusing on the 
business’s key assets and revenue streams, both currently and in the future.

Key assets are likely to be those features of the business’s products or services which 
give them an edge over the competition. In other words, those aspects of the product 
or service which, if copied by competitors, would erode the competitive advantage of 
the business. Key assets might take many forms and some thought may be required to 
identify the key assets which are associated with any particular product or service.

Some key assets may be technological. For example, products or services may be 
based on a new or improved technology or software, or may have a better design than 
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the competition. Other key assets may be aesthetic. For example, products or services 
may have a distinctive appearance or a snappy brand name which sets them apart 
from the competition. Other key assets may be more nebulous. For example, 
considerable know-how and experience may be acquired in developing or 
commercializing a product or service.

Who owns the cloth?

Once a key business asset has been identified, the first question to ask is: does it 
belong to the business? This may seem like a stupid question and it is easy to assume 
that if a business has funded the development of a product or service, anything arising 
from that development must belong to the business. In many cases, this will be true, 
especially if the development work was carried out by employees of the business.

However, if the development of a product involved consultants or contractors or 
collaboration with a third party, the ownership situation may be more complicated. 
Usually, the ownership of any IP will be determined by the contract governing the 
work. For this reason, it is important that the initial contracts or collaboration 
agreements are in place from an early stage and clearly establish who owns any IP 
arising from the project.

If it is not immediately apparent from the initial agreements who owns the IP, it is 
worth sorting out the chain of ownership from the very outset and settling any possible 
disputes with all the relevant parties. As time drags on, this can become more and 
more difficult as the stakes get higher and the circumstances of the project are forgotten.

For any assets which might lead to IP rights, you need to think carefully about who 
was or might have been involved in creating the asset, whether they are employees, 
contractors, collaborators or anyone else, and then make sure that the paperwork 
that transfers ownership from these individuals to the business is in place.

Ownership and entitlement of any asset which give rise to IP should be addressed 
at an early stage, before they becomes a serious headache. No business wants to 
waste money on IP which may actually belong to someone else.

What to cut the coat with

Having decided what to protect, and established ownership of it, thought then needs 
to be given to how best to protect it and where. In fact, this can be an iterative process 
because the ‘how’ and the ‘where’ will impact on the cost, so may inform the some 
extent the ‘what’.

Different types of asset require protection by different types of IP. For example, 
technical features of a product might be protected by patents or utility models. 
Design rights may protect the outward appearance of a product and trade marks 
protect its name and logo. Copyright may protect software and documents. Trade 
secrets and confidentiality may also be useful in protecting aspects of a product or 
service which cannot be easily reverse engineered by competitors.
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The cost of obtaining and maintaining different types of IP can vary considerably. 
Cheapest of all are the rights, such as copyright and trade secrets, which arise 
automatically and do not involve any application or registration process. However, 
managing these rights may not be entirely cost-free. A prudent business will have policies 
and procedures in place which clearly identify and secure documents and information 
which are considered confidential to the business. Protection for the business’s 
confidential information may also be reflected in the contracts of its key employees.

More expensive are rights that require an expensive application process, such as 
patents and registered trade marks. Unfortunately, these rights tend to be the strongest 
and most desirable.

Patents provide strong protection for technical inventions regardless of their 
appearance. However, the process of applying for a patent can be expensive and 
protracted. Some countries offer a lower tier of protection for technical inventions, 
known as utility models or petty patents. Although offering a lower level of 
protection, these rights are much cheaper to obtain than patents and may provide a 
more cost-effective way to protect technical inventions in countries in which they are 
available. A business wary of the costs and delays of patent protection may also seek 
to rely on design rights and trade marks, which are usually cheaper and quicker to 
obtain than patents, but which only deter competitors with a similar appearance or 
brand name.

In many cases, a combination of different rights will provide the most appropriate 
protection for any single asset. Choosing the most appropriate IP rights for a 
particular product or service will depend on both the individual circumstances and 
the depth of the pockets of the business.

Where to cut the coat?

It is also important to understand that registered IP rights are territorial rights, that is, 
they are limited to the specific countries in which you seek protection. The more 
countries you choose to cover, the more applications are needed and the higher the 
costs. To cut its IP coat effectively, a business must give careful thought as to where it 
needs IP protection for its assets.

Most businesses will adopt a Swiss cheese approach of obtaining protection in 
some countries (the ‘cheese’), but not in others (the ‘holes’), with the objective of 
reducing cost without reducing the effectiveness of the protection. Typical strategies 
include seeking protection in key (large or strategically important) markets and, 
where they are well defined, countries where competitors operate (eg manufacture).

At one extreme, a patent in a single major market may be highly effective in, say, 
the automobile industry, where the costs of introducing a new model are very high. 
Without being able to sell in that market, it becomes uneconomic for a competitor to 
put a potentially infringing product on the market at all.

At the other extreme, if the cost of introducing a product to the market is low, it 
may be economic for a competitor to market a potentially infringing product in even 
very small ‘holes’. A Swiss cheese approach may not keep competitors off the market 
altogether in this situation. However, by picking off the major markets a business 
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may still be able to make healthy profits for itself while accepting that, in other 
markets, it must share the spoils.

Especially for SMEs, the cost of securing IP protection in several countries early in 
a project can be prohibitive. Even large businesses may be reluctant to make the 
necessary investment for broad geographical coverage until a new product or service 
has proven its value. This can be at odds with the rules for securing registered IP 
rights, especially patents and designs, which typically require you to have filed for 
protection prior to any public disclosures of the new product or service.

Fortunately, systems exist that enable businesses to avoid the ‘big bang’ approach 
of having to seek IP protection in all countries of interest at an early stage, allowing 
the associated costs to be postponed without harming the available protection. There 
are also some regional registrations (in particular Community Registered Designs 
and Trade Marks, and European patents) that provide cost-effective routes to 
obtaining protection in multiple countries within the region.

Taking patents as an example, usually a business begins by filing a single patent 
application at its local national patent office, for example the UK Intellectual Property 
Office. This establishes a priority date. Further patent applications filed within one 
year from the priority date are treated as if they had been filed on the priority date, so 
their eventual grant or refusal will be judged only against what was known in the 
public domain prior to the filing of the first application.

Instead of filing many individual foreign patent applications at the one-year stage, 
it is common to file a single ‘international’ or ‘PCT’ patent application. For a period, 
referred to as the International Phase, this PCT application takes the place of the 
many individual foreign patent applications that would otherwise have been required. 
Afterwards, in a period referred to as the National/Regional Phase, the PCT 
application is converted into many individual foreign patent applications, one in each 
country where patent protection is to be sought. Taking this approach, a final 
decision as to which countries to seek protection in, and the potentially very high 
costs of pursuing such protection if a broad geographical coverage is desired, can be 
postponed up to two and a half years from the filing date of the single, first-filed 
application, by which time a project is likely to have either taken off or failed, 
allowing a better informed decision about which countries to proceed in or, indeed, 
whether to proceed at all.

IP protection is a valuable asset to any business. However, few businesses are in 
the happy position of having unlimited budgets to pursue this protection. By focusing 
on the specific IP rights required to protect key assets in important markets, a 
business can build up strong IP protection for its assets and revenue streams while 
managing and controlling costs. Careful planning of the ‘what’, ‘how’ and ‘where’ 
therefore allows a business to cut its IP coat according to its cloth.
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Nick Sutcliffe is a partner in Mewburn Ellis LLP, one of Europe’s premier IP 
firms, with over 60 patent and trade mark attorneys and technical specialists, 
covering the full range of intellectual property issues: patents (in all technology 
areas), trade marks, designs, industrial copyright and related matters.
 Nick Sutcliffe has a BSc in biochemistry from the University of Bristol and a 
PhD in biochemistry from the University of Leicester. Nick spent four years 
working in industrial research and development before joining Mewburn Ellis 
LLP in 1997. He qualified as a Chartered Patent Attorney and European Patent 
Attorney in 2001 and became a partner at Mewburn Ellis LLP in 2003. Nick’s 
work is mainly in the fields of chemistry and life sciences.
 Further details: Mewburn Ellis LLP, 33 Gutter Lane, London EC2V 8AS; tel: 020 
7776 5300; e-mail: nick.sutcliffe@mewburn.com; website: www.mewburn.com



2.5How to create a 
position you can 
defend

First, secure the commercial rights in an idea. Then look at how to turn defence 

into attack. Jacqueline Needle at Beck Greener looks at how to bring IP into play

T he best football teams have players who, while on the team sheet as attackers, 
will also defend effectively. It is also expected that their defensive players will 

score goals. Similarly, intellectual property (IP) can be used both offensively and 
defensively and all businesses should ensure that they have the IP offensive weapons 
to defend themselves if required.

We consider how a company can use IP to create a position it can defend. We 
explain how a company can obtain effective IP, and we examine cost-effective 
strategies for using the IP and for litigating if necessary.

It is not a realistic option for an innovative company, no matter how small, to 
ignore IP. Any business putting a new service or product onto the market risks 
coming into conflict with the rights of others. For example, the new product may 
infringe registered designs or existing patents, or the marketing may use trade marks 
or brands which are similar to those of third parties.

To avoid conflict, searches should be made to establish what relevant rights 
exist and then, if necessary, the product or service and its marketing should be 
adapted to ensure that there is no risk of infringement. But what if the owner of 
those rights still takes the view that there is infringement and calls ‘foul’? The fully 
defensive option is to walk away from the project and absorb the resulting losses. 
It is also an option to proceed, and to risk infringement proceedings with their 
consequent expense.

The attacking option could be to obtain relevant IP rights for the new product and 
for its trade mark. These rights might be used to negotiate a deal with the competitor 
or might even be used offensively to initiate proceedings in the event that the original 
complaints are not withdrawn. Of course, the attacking option also has the massive 
benefit that, even if the IP is not needed to resolve a conflict situation, it provides 
protection for the new product against all comers.
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Obtaining and keeping strong IP rights

A company using IP effectively will have an adequate knowledge of IP issues, have 
routines in place to safeguard rights and will seek professional assistance when required.

Routines to safeguard rights
Any proprietary information of commercial value should be identified and kept 
confidential. Employees should be made aware that such confidential information 
must not be divulged. Measures may be taken to restrict the availability of confidential 
information within a company. The recipe for Coca-Cola is still known to only a 
handful of people, and some years ago the courts underlined its value when they 
jailed an ex-employee who attempted to sell the secret to the competition.

Other IP rights, such as copyright and unregistered design rights, also arise 
automatically. Such rights protect original logos, software, literary documents, such 
as business information, and the appearance and design of manufactured products. A 
company can stop others copying the form of the information or copying the 
products, but to do that it is necessary to show that the rights exist and that there has 
been copying.

Proving that the rights exist just requires a systematic approach. All original 
documents need to be retained together with their date of creation, and information 
identifying the author or creator needs to be kept. The company also needs to ensure 
that it owns the rights. For example, a company commissioning a logo design will not 
automatically own the copyright in the resulting logo. A specific agreement will be 
required to transfer the copyright from the designer to the company.

Seek professional assistance
A majority of those made rich with the assistance of IP, such as James Dyson and Ron 
Hickman, have had ideas or inventions which have been patented. A patent can only 
help if it is valid, and a valid patent can only be obtained if the patent application is 
filed before there has been any public disclosure of the invention. It is essential that 
any new idea of potential worth is kept totally confidential to the company until after 
the first patent application has been filed.

It is important to get the patenting decision correct, especially if a project is 
thought to have commercial value. To be patentable, an invention has to be both 
novel, as discussed above, and not an obvious or trivial development of what is 
already known. Many inventors define the final result of their labours as obvious, 
and therefore, unpatentable. However, they are often wrong, primarily because they 
undervalue their expertise and the effort they have expended in the project.

If the invention has taken time and money to develop, will take further resources 
to get into the market and is forecast to have a future, take professional advice. There 
is a very high chance that the invention will be patentable, if not in Europe then in the 
United States. Alternative forms of protection, such as a Community registered 
design, may also be available and might be commercially useful.
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Where to obtain protection

IP rights are territorial. A British patent or registered trade mark, for example, 
provides enforceable rights in the UK only. Unless there are comparable rights in 
other countries, a third party can make and sell a product protected by the British 
rights in countries outside the UK with impunity. This suggests, therefore, that for 
complete protection, a business may have to obtain patents and registrations in a long 
list of countries, with consequent expense.

Patents are the most expensive of the rights to obtain, but fortunately no competitor 
is likely to build a new factory in a different country simply to escape a patent. 
Therefore, in practice, the manufacturer of a new product to be sold globally will 
need, for maximum protection, a patent only in those countries which have a 
manufacturing capability for the product concerned. Many existing businesses 
currently seek patent protection only in a short list of countries, for example in the 
United States, the UK, France, Germany and Japan.

Of course, the fastest-developing countries in these difficult times are the BRIC 
countries, Brazil, Russia, India and China. All four of these countries have strong 
manufacturing capabilities and if a new product is likely to be saleable in one or more 
BRIC countries, perhaps now is the time for businesses to seek patent protection in 
those countries.

Although each of the four BRIC countries has a well-developed patent system, they 
all present challenges and a company should only consider patenting in a country 
where they have real plans to do business. All countries traditionally have requirements 
in their patent legislation giving to local business the right to a license under a patent 
where the patented process or product is not used in the country. In most places such 
provisions are rarely used, but there is a tradition throughout South America of 
requiring local working of a patented invention for the patent to endure. In Brazil the 
government has shown itself willing to award compulsory licences to meet its 
economic aims, for example to get access to generic versions of patented drugs.

Before seeking protection in a BRIC country a business should establish that the 
innovation is likely to have a market in that country. In addition, it is probably best 
to find a business partner in the country concerned to ensure local working, and to 
have someone ‘on the ground’ to report instances of infringement.

Cost-effective enforcement of IP rights

It is commonly said that obtaining IP rights is a waste of time because the company 
will not be able to afford to enforce those rights. However, less than 1 per cent of all 
patents are involved in any dispute, and it is the existence of the patent, rather than of 
the invention, which provides the wealth-generating opportunities.

If a product newly on the market is successful it will soon attract the attention of 
competitors. They will want to provide their own versions and thereby share in the 
potential profits. If the product is not patented, the competitors are free to use the 
idea, although they cannot make a slavish copy.
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If the new product is patented, or is the subject of a patent application, the 
majority of businesses will pause before rushing to develop rival versions. Even a 
large business is reluctant to get involved in patent litigation without good commercial 
reasons. When Xerox introduced the first generation of copying machines, they had a 
worldwide monopoly for the 20 years for which their patents existed without having 
to take action for patent infringement.

The competition is attracted by success, and so infringement actions are generally 
about inventions that make money. This profit stream alone might be enough to 
enable a patent action to be funded. It is also possible to take out legal expenses 
insurance to fund such actions.

Of all patent actions started in the UK, only about 15 per cent go all the way to 
trial. This is because the initial action is often successful in achieving a settlement. For 
example, on establishing that a competitor is planning to put on the market a 
competing product which infringes various rights, a company may apply to the court 
for an injunction to stop the launch. The hearing will come to court urgently and will 
probably last less than half a day. If, as a result, the competitor is prevented from 
going forward with its product, a commercial settlement with the product off the 
market permanently can result. Alternatively, if the competitor faces huge losses 
because it has been stopped from selling the product, it may be amenable to a 
settlement providing royalties to the rights owner.

The professionals who act for business in protecting their ideas and innovations 
are Chartered Patent Attorneys (CPAs). A number of patent attorneys are also Patent 
Attorney Litigators (PALs) and able to litigate IP actions before the courts. The 
traditional way to conduct IP litigation in the English courts was to use a highly 
expensive team of a patent attorney, a solicitor and a barrister. A PAL can make it 
unnecessary to use a solicitor and thereby reduce the costs. All UK patent attorneys 
also have full rights, including rights of audience, in the Patents County Court. A 
cost-effective solution to litigation can be obtained by an informed choice of court 
and professional.

Jacqueline Needle is one of the select group of patent attorneys in the UK with 
a Litigator’s Certificate which gives her the right to conduct litigation in IP 
matters in all of the English courts. Jacqueline has extensive experience of 
patent drafting and prosecution both in the UK and in other countries. She is a 
partner of Beck Greener in London and can be contacted at: jneedle@
beckgreener.com; tel: 020 7693 5600; website: www.beckgreener.com


